AMENDMENT UNDER 37 C.F.R. § 1.116 
U.S. Application No. 10/684,715 


REMARKS 

Reconsideration and allowance of the subject application are respectfully requested. By 
this Amendment, Applicant has canceled claims 8, 9, 1 1 and 12. Thus, claims 1-7 and 10 are 
now pending in the application. In response to the Office Action, Applicant respectfully submits 
that the pending claims define patentable subject matter. 

As a preliminary matter, the Examiner is requested to provide an initialed copy of the 
PTO/SB/08 A&B form submitted along with the April 7, 2005 Information Disclosure Statement 
in the next action. 

Claims 1-3 and 12 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
newly cited Asao et al. (U.S. Patent No. 6,501,205; hereafter “Asao”) in view of Nakamura et al. 
(U.S. Patent No. 4,959,570; hereafter “Nakamura”). Claims 4-8 are rejected under 35 U.S.C. § 
103(a) as being unpatentable over Asao in view of Nakamura and Bourqui et al. (U.S. Patent No. 
6,756,710; hereafter “Bourqui”). Claims 9 and 10 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Asao in view of Nakamura and Oohashi et al. (U.S. Patent No. 6,809,437; 
hereafter “Oohasi”). Claim 1 1 is rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Asao in view of Nakamura and Heim (U.S. Patent No. 6,787,950). Applicant respectfully 
traverses the prior art rejections. 

By this Amendment, Applicant has amended independent claim 1 to incorporate the 
subject matter of dependent claim 8. In particular, claim 1 now recites that “the end portion of 
said stator iron core is filled with a larger amount of insulating resin radially than said coil end 
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portions.” Applicant respectfully submits that the combined references do not teach or suggest 
this feature of the claimed invention. 

As the Examiner correctly concedes, neither Asao nor Nakamura discloses that the end 
portion of the stator iron core is filled with a larger amount of insulating resin radially than the 
coil end portions. However, the Examiner cites Fig. 1 of Bourqui for allegedly disclosing this 
feature of the claimed invention. In particular, in support of the rejection of claim 8, the 
Examiner asserts that Fig. 1 of Bourqui shows “the resin layer at the end portion of the stator 
core is thicker than the resin layer away from the core.” However, contrary to the Examiner’s 
assertion, Bourqui does not disclose or suggest that the resin layer at the end portion of the stator 
core is thicker than the layer away from the core. Instead, Bourqui discloses that the coil end 
portions are completely encased in resin. Further, as shown in Fig. 6, the amount of resin 
encasing the coil ends decreases at the end portions of the stator core (note that Fig. 6 of Bourqui 
illustrates the assembled electrical rotating machine while Figs. 1 , 3 and 5 are explanatory 
sectional views showing the manufacturing process). 

On the other hand, according to the present invention, "the end portion of the stator iron 
core 1 5 is filled radially with a larger amount of insulating resin than in the coil end portion 
thereby leading to a higher rigidity in radial direction, and the end face of the stator iron core is 
covered with the insulating resin resulting in a larger effect of prevention from corrosion" 
(specification, page 17, lines 12 to 30 of the present application). As a result, the stator core is 
rigidly supported by the bracket without deformation. Further, it is understood from Fig. 1 of the 
present application that only the bottom portion of the iron core is provided with more resin than 
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outer circumferential portion in a thickened manner. None of the cited references show this 
feature or provide this advantageous feature of the present invention. 

Further, Applicant notes that in order to establish a prima facie case of obviousness under 
35 U.S.C. § 103, there must be some suggestion or motivation to modify or combine the 
reference teachings. 1 The mere fact that references can be combined or modified does not render 
the resultant combination obvious unless the prior art suggest the desirability of the combination. 
In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). Moreover, the fact that the 
claimed invention is within the capabilities of one of ordinary skill in the art is not sufficient to 
establish a prima facie case of obviousness. (See Ex parte Levengood, 28 USPQ2d 1 300 (Bd. 

Pat. App. & Inter. 1993); and Al-Site Corp. v. VSI Int'l Inc., 50 USPQ2d 1161 (Fed. Cir. 1999)). 

However, in the present case, the Examiner has not provided any objective reasons why 
one of ordinary skill in the art would have been motivated to combine and modify the teachings 
of Asao and Nakamura based on the teachings of Bourqui. Although the Examiner asserts it 
would have been obvious to modify Asao and Nakamura based on Bourqui “for the purpose of 
improving heat performance of the electrical machine” in support of the rejection of claim 4, the 
Examiner has not provided any reason why it would have been obvious to modify Asao and 
Nakamura based on Bourqui to produce the subject matter of claim 8 which has been 
incorporated into claim 1 . Further, Applicant submits that nowhere does Bourqui teach or 

1 “To support the conclusion that the claimed invention is directed to obvious subject matter, either 
references must expressly or impliedly suggest the claimed invention or the examiner must present a 
convincing line of reasoning as to why the artisan would have found the claimed invention to have 
been obvious in light of the teachings of the reference.” Ex parte Clapp 227 USPQ 972, 973 (Bd. Pat. 
App. & Inter. 1985). 
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suggest that filling the end portion of the stator iron core with a larger amount of insulating resin 
radially than the coil end portions provides “improve[ed] heat performance of the electrical 
machine.” 

Accordingly, Applicant respectfully submits that independent claim 1 , as well as 
dependent claims 2-7 and 10, should be allowable because the cited references, alone or in 
combination do not teach or suggest all of the features of the claims, and one of ordinary skill in 
the art would not have been motivated to combine and modify the cited references to produce the 
claimed invention. 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 


SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 

WASHINGTON OFFICE 

23373 

CUSTOMER NUMBER 

Date: August 19, 2005 



Christopher R. Lipp 
Registration No. 41 ,1 57 


Attorney Docket No.: Q77788 
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